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DECI S| ON ON APPEAL

This is a decision on the appeal under 35 U S. C. § 134
fromthe examner’s final rejection of clains 1, 2, 4, 7-9, 12
and 13, which constitute all the clainms remaining in the
application. The final rejection of clainms 1 and 2 is not
bei ng appeal ed. Therefore, this appeal relates only to the
rejection of clainms 4, 7-9, 12 and 13. An anendnent after
final rejection was filed on May 7, 1997 but was denied entry

by the exam ner.
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The di scl osed invention pertains to a nethod and
apparatus for nonitoring the execution of a software program

on a conputer system

Representative claim4 is reproduced as foll ows:

4. A systemfor nonitoring execution of a software
program having a plurality of executable instructions on a
conput er system said system conpri sing:

storage neans for storing a plurality of nonitoring
pr ogr ans;

instrunmentation neans for nodi fying said software program
for execution nonitoring by replacing one of said plurality of
executable instructions with an invocation of a first one of
said plurality of nonitoring prograns, said instrunentation
means conpri si ng:

means for copying one of said plurality of instructions
to said first nonitoring program

means for replacing said one of said plurality of
instructions in said software programw th an instruction
i nvoking said first nonitoring program and
means for returning control fromsaid first nonitoring
programto said software program upon conpletion of said
first nonitoring program and
means for invoking a second of said plurality of
nmonitoring prograns fromsaid first nonitoring program before
returning control to said software program
The exam ner relies on the follow ng references:
Haswel | - Smit h 4, 866, 665 Sep. 12, 1989
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Wil 5,129, 087 July 07, 1992

Clainms 4, 7-9, 12 and 13 stand rejected under 35 U.S. C
8§ 103. As evidence of obviousness the exam ner offers
Haswel | -Smith in view of WII.

Rat her than repeat the argunents of appellants or the
exam ner, we nake reference to the brief and the answer for
the respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejection advanced by the exam ner and the
evi dence of obviousness relied upon by the exam ner as support
for the rejection. W have, |likew se, reviewed and taken into
consi deration, in reaching our decision, the appellants’
argunents set forth in the brief along with the exam ner’s
rationale in support of the rejection and argunents in
rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record before
us, that the evidence relied upon and the level of skill in
the particular art would not have suggested to one of ordinary
skill in the art the obviousness of the invention as set forth
inclainms 4, 7-9, 12 and 13. Accordingly, we reverse.
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In rejecting clains under 35 U . S.C. 8§ 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the |l egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USP@d 1596, 1598 (Fed. Cir. 1988). 1In
so doing, the exam ner is expected to nmake the factual

deternm nations set forth in G ahamv. John Deere Co., 383 U S.

1, 17, 148 USPQ 459, 467

(1966), and to provide a reason why one having ordinary skill
in the pertinent art would have been led to nodify the prior
art or to conbine prior art references to arrive at the
claimed invention. Such reason nust stem from sone teaching,
suggestion or inplication in the prior art as a whole or

know edge generally available to one having ordinary skill in

the art. Uniroval, Inc. v. Rudkin-Wley Corp., 837 F.2d 1044,

1051, 5 USPRd 1434, 1438 (Fed. Cr.), cert. denied, 488 U.S.

825 (1988); Ashland O 1, Inc. v. Delta Resins & Refractories

lnc., 776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. G r. 1985),

cert. denied, 475 U.S. 1017 (1986); ACS Hosp. Sys., Inc. v.

Mont efiore Hosp., 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed.

Cir. 1984). These showi ngs by the exam ner are an essenti al

part of conplying with the burden of presenting a prim facie
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case of obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445,

24 USPQ2d 1443, 1444 (Fed. Cir. 1992). If that burden is net,
the burden then shifts to the applicant to overcone the prinma

faci e case with argunent and/or evidence. QObviousness is then

determ ned on the basis of the evidence as a whole and the
rel ati ve persuasi veness of the argunments. See Id.; Inre
Hedges, 783 F.2d 1038, 1039, 228 USPQ 685, 686 (Fed. G r

1986); In re Piasecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788

(Fed. Cir. 1984); and In re Rinehart, 531 F.2d 1048, 1052, 189

USPQ 143, 147 (CCPA 1976). Only those argunments actually made
by appel | ants have been considered in this decision.
Argunents which appellants coul d have made but chose not to
make in the brief have not been considered [see 37 CFR
§ 1.192(a)].

| ndependent clains 4 and 9 are drafted in simlar
functional nmeans | anguage except that claim4 is directed to a
system whereas claim9 is directed to a conputer program
product. The exam ner essentially rejects clains 4 and 9 on
the sane rationale. Specifically, the exam ner notes that
Haswel | -Smth teaches a systemfor nonitoring the execution of
a conputer program but the exam ner recogni zes that Haswel |l -
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Smth does not teach the plurality of nonitoring prograns as
cl ai mred [answer, pages 3-5]. WII teaches a systemfor
nmonitoring data structures representative of a plurality of
users in a distributed conputer processing system Although
W1 has apparently nothing to do with nonitoring execution of
a software program (as intended by Haswell-Smth and

appel lants), the examner finds the clained plurality of
nmonitoring prograns to be broadly nmet by the control bl ocks of
WI1l which are assigned to each individual user. The exam ner
asserts the obviousness of applying the teachings of WIIl to
the system of Haswell-Smth to provide that systemwth
enhanced capability [id.]. The exam ner also points to a

t eachi ng of Bol osky [answer, page 6] al though Bol osky is no

| onger a reference being relied on.

Appel  ants argue that Haswel |l -Smth does not teach a
plurality of nmonitoring prograns as recited in the clained
invention and that WI| al so does not teach a plurality of
nmoni toring prograns despite the exam ner’s assertions to the
contrary. Appellants argue that the nonitoring units of WII
only nonitor the status of a connected user and not the
instructions of a conmputer program Thus, appellants argue
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that neither Haswell-Smth nor WIIl teaches the chain of
nmonitoring prograns as recited in the clains. Appellants al so
argue that Haswell-Smth and WIIl cone from non-anal ogous art
areas and there would be no valid rationale for conbining
their teachings [brief, pages 5-9].

Al t hough sone of appellants’ comrents in the brief appear
to be directed to the invention of claim1 which is not being
appeal ed, we neverthel ess agree with nost of appellants’
argunents as set forth in the brief. Specifically and nost
critically, we agree with appellants that WIIl is conpletely
unrelated to the chaining of a plurality of nonitoring
prograns for nonitoring execution of a software program W
find the examner’s attenpt to interpret the claimlanguage as
broad enough to be nmet by WIl’s control nodules to be
untenable. WII not only provides no basis for making the
nodi fication of Haswell-Sm th proposed by the exam ner, but we
fail to see how the nodification proposed by the exam ner
actually results in the invention being clainmd because WI I
relates only to the nonitoring of a plurality of data

structures, not software progranms. The conbi nation of
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Haswel | -Smth and WII is nothing nore than an i nproper

attenpt to reconstruct appellants’ invention in hindsight.
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Therefore, we do not sustain the rejection of the

appeal ed cl ai ns based on the teachings of Haswell-Smth and

WI1l. Accordingly,

clains 4, 7-9,

ig

12 and 13 is reversed.

REVERSED

KENNETH W HAI RSTON
Adm ni strative Patent Judge

JERRY SM TH
Adm ni strative Patent Judge

LANCE LEONARD BARRY
Adm ni strative Patent Judge
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